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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on August 
8, 2007 has been entered. 



Response to Amendment 

The affidavit under 37 CFR 1 .1 32 filed August 8, 2007 is insufficient to overcome 
the rejection of claims 1-15 based upon 35 U.S.C. 102(e) as being anticipated by 
Luciano et al. (US 6,537,150) as set forth in the last Office action because: applicant's 
declaration that "The '150 Patent includes disclosed, but not claimed, subject matter 
that is recited in the pending claims of the Current '153 Application. This subject matter 
was derived from the work of the Applicants, as amended to correct inventorship", is not 
persuasive. Specifically, applicant's petition, filed August 8, 2007, to waive the 
§1. 48(a)(2) and (3) requirement for Mr. Luciano was dismissed. As a result, the Request 
under Rule 48 to correct inventorship is deemed improper and Mr. Luciano has not 
been added to the list of inventors. Consequently, a proper showing of the subject 
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matter being derived from the work of the Applicants has not been made and the 
examiner maintains the rejection. 

Claim Rejections - 35 USC § 102 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 1-15 rejected under 35 U.S.C. 102(e) as being anticipated by Luciano 
etal. (US 6,357,150). 

The applied reference has a common assignee with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome 
either by a showing under 37 CFR 1.132 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not the 
invention "by another," or by an appropriate showing under 37 CFR 1.131. 

Regarding claim 1 , Luciano discloses a central server configured to generate 
game results using fixed-pool elements (column 10, line 45) where each game play 
result is comprised of a base game play result and a bonus game play result (column 3, 
line 7). 

Further, Luciano discloses a player terminal in operable communication with said 
central server, configured to send game play requests to said central server and receive 
game play results from central server (column 1 1 , line 9). 
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Further, Luciano discloses said player terminal configured to determine a base 
game play result and a bonus game play result from a game play result received from 
said central server, to reverse-map said base game play result into a display such that 
said display shows game indicia having a value corresponding to said base game play 
result (column 1 , line 50), and further shows bonus game indicia, different from said 
base game play display, having a value corresponding to said bonus game play result. 

In addition, Lucian discloses that a single game play result is a fixed sum that is 
awarded to the player (col. 21, line 49 - col. 22, line 2). In this embodiment, the central 
server determines that the player will win 1 0 units as a result of a game play. This 
outcome may be presented as a winning base game outcome of less than 10 units, and 
a bonus play outcome such that when the gaming sequence is over, the player will have 
won a total of 10 units. Thus, the 10 units is a fixed sum of the base game winnings and 
the bonus game winnings. 

Regarding claim 2, Luciano discloses the gaming system of claim 1 where said 
bonus game indicia further comprises a plurality of indicium, stated as "If the selected 
game set element is coded or is otherwise determined to be applied as a bonus award, 
the play may receive all or part of the stored bonus fund, either in a single award or in a 
multi-step/display award sequence" (column 4, line 5). This "multi-step/display award 
sequence" (column 4, line 9) teaches bonus game indicia comprising a plurality of 
indicium. 

Regarding claim 3, Luciano discloses the gaming system of claim 2 where said 
plurality of indicium is selectable, and where said bonus result is divided into a set of 



Application/Control Number: 10/645,153 Page 5 

Art Unit: 3714 

partial win results that, in total, are an amount equal to said bonus result, and where 
said partial win results are awarded one at a time as a result of a selectable indicium 
being selected, until all of said partial win results are awarded, stated as "A simple 
example of a multiple award sequence is as follows. Suppose that, on a particular 
play, the system determines that the player will win 10 units. Suppose further that the 
possible awards are 1 , 2, 3, 5, or 10. The system could display a symbol which 
corresponds to the award of 10. The player would be paid, and the game would be 
over. Alternatively, the system could display one of the lesser awards, and could give 
the player one or more "free" chances to play. On each subsequent "free" play, the 
player would win another award, such that when the sequence is over, the player 
would have won a total of 10 units. This award sequence could be automatic, or it 
could require the player to provide input, such as by pressing a button to start each 
new play. In any case, the total amount awarded is the same as before, but in the latter 
alternative, the player receives the award in several packages, through the 
bonus play sequence described" (column 21, line 49). 

Similarly, Luciano discloses "If the selected game set element is coded or is 
otherwise determined to be applied as a bonus award, the play may receive all or port 
of the stored bonus fund, either in a single award or in a multi-step/display award 
sequence" (column 4, line 5). This "multi-step/display award sequence" (column 4, line 
9) teaches bonus game indicia comprising a plurality of indicium. 

Regarding claim 4, Luciano discloses the gaming system of claim 1 having an 
indicator recognizable by said player terminal, said indicator indicating that said game 
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play result comprises a base game play result and a bonus game play result, as best 
understood, stated as "the game set elements may include data in addition to, or 
instead of, an amount of an award. For example, the game might include bonus 
plays... which are triggered when a selected game set element includes a flag which 
tells the system to award a special bonus" (column 21, line 29). 

Regarding claim 5, Luciano discloses the gaming system of claim 4 where said 
bonus game play amount is calculated by subtracting a known base game amount 
from said game play result, stated as "when two or more awards are selected by the 
system, these awards are added internally to form an intermediate sum, and a 
predetermined value may be subtracted from this intermediate sum to produce an 
award which is displayed and paid to the player. The predetermined value is then 
added to a separate fund which is used to support other awards" (column 21, line 16), 
wherein said "separate fund which is used to support other awards" (column 21 , line 
21) is further disclosed as a "fund for bonus awards" (column 21, line 27). 

Regarding claim 6, Luciano teaches a method of gaming comprising 
enabling a fixed pool of game results, a game result being selectable upon request from 
a player terminal; selecting a game play result after receiving a game result request 
from said player terminal; sending said game play result to said player terminal; 
receiving said game play result at said player terminal; determining a base game play 
result and a bonus game play amount from said game play result; awarding said base 
game play result; starting a bonus game; enabling play of said bonus game, and 
awarding said bonus game play amount as disclosed in figure 2. 
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Regarding claim 7, Luciano discloses the gaming method of claim 6 where said 
bonus game comprises a plurality of indicium, stated as "If the selected game set 
element is coded or is otherwise determined to be applied as a bonus award, the play 
may receive all or port of the stored bonus fund, either in a single award or in a multi- 
step/display award sequence" (column 4, line 5). This "multi-step/display award 
sequence" (column 4, line 9) teaches bonus game indicia comprising a plurality of 
indicium. 

Regarding claim 8, Luciano discloses the gaming method of claim 7 where said 
plurality of indicium is selectable, and where said bonus result is divided into a set of 
partial win results that, in total, are an amount equal to said bonus result, and where 
said partial win results are awarded one at a time as a result of a selectable indicium 
being selected, until all of said partial win results are awarded, stated as "A simple 
example of a multiple award sequence is as follows. Suppose that, on a particular 
play, the system determines that the player will win 10 units. Suppose further that the 
possible awards are 1, 2, 3, 5, or 10. The system could display a symbol which 
corresponds to the award of 10. The player would be paid, and the game would be 
over. Alternatively, the system could display one of the lesser awards, and could give 
the player one or more "free" chances to play. On each subsequent "free" play, the 
player would win another award, such that when the sequence is over, the player 
would have won a total of 10 units. This award sequence could be automatic, or it 
could require the player to provide input, such as by pressing a button to start each 
new play. In any case, the total amount awarded is the same as before, but in the latter 
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alternative, the player receives the award in several packages, through the bonus play 
sequence described" (column 21 , line 49). 

Similarly, Luciano discloses "If the selected game set element is coded or is 
otherwise determined to be applied as a bonus award, the play may receive all or port 
of the stored bonus fund, either in a single award or in a multi-step/display award 
sequence" (column 4, line 5). This "multi-step/display award sequence" (column 4, line 
9) teaches bonus game indicia comprising a plurality of indicium. 

Regarding claim 9, Luciano discloses the gaming method of claim 6 further 
comprising an indicator, as best understood, recognizable by said player terminal, said 
indicator indicating that said game play result comprises a base game play result and a 
bonus game play result stated as "the game set elements may include data in addition 
to, or instead of, an amount of an award. For example, the game might include bonus 
plays... which are triggered when a selected game set element includes a flag which 
tells the system to award a special bonus" (column 21 , line 29). 

Regarding claim 10, Luciano discloses the gaming method of claim 9 where said 
bonus game play amount is calculated by subtracting a known base game amount 
from said game play result, stated as "when two or more awards are selected by the 
system, these awards are added internally to form an intermediate sum, and a 
predetermined value may be subtracted from this intermediate sum to produce an 
award which is displayed and paid to the player. The predetermined value is then 
added to a separate fund which is used to support other awards" (column 21 , line 16), 
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wherein said "separate fund which is used to support other awards" (column 21 , line 
21 ) is further disclosed as a "fund for bonus awards" (column 21 , line 27). 

Regarding claim 11, Luciano teaches a method of gaming comprising receiving a 
wager on a game at a player terminal; generating a game result request; selecting a 
game result from a fixed pool of game results; determining a base game result and a 
bonus game amount from said selected game result; playing said game and awarding 
said base game result; starting a bonus game; enabling play of said bonus game; and 
awarding said bonus game amount as disclosed in figure 2. 

Regarding claim 12, Luciano discloses the gaming method of claim 1 1 where 
said bonus game comprises a plurality of indicium, stated as "If the selected game set 
element is coded or is otherwise determined to be applied as a bonus award, the play 
may receive all or port of the stored bonus fund, either in a single award or in a multi- 
step/display award sequence" (column 4, line 5). This "multi-step/display award 
sequence" (column 4, line 9) teaches bonus game indicia comprising a plurality of 
indicium. 

Regarding claim 13, Luciano discloses the method of claim 12 further comprising 
dividing said bonus game play amount into a set of partial win results that, in total, are 
an amount equal to said bonus game result; selecting bonus game indicium; awarding 
one of said partial win results; and repeating said selecting and awarding until all of 
said partial win amounts are awarded, stated as "A simple example of a multiple award 
sequence is as follows. Suppose that, on a particular play, the system determines that 
the player will win 10 units. Suppose further that the possible awards are 1, 2, 3, 5, or 
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10. The system could display a symbol which corresponds to the award of 10. The 
player would be paid, and the game would be over. Alternatively, the system could 
display one of the lesser awards, and could give the player one or more "free" chances 
to play. On each subsequent "free" play, the player would win another award, such 
that when the sequence is over, the player would have won a total of 10 units. This 
award sequence could be automatic, or it could require the player to provide input, 
such as by pressing a button to start each new play. In any case, the total amount 
awarded is the same as before, but in the latter alternative, the player receives the 
award in several packages, through the bonus play sequence described" (column 21, 
line 49). 

Similarly, Luciano discloses "If the selected game set element is coded or is 
otherwise determined to be applied as a bonus award, the play may receive all or port 
of the stored bonus fund, either in a single award or in a multi-step/display award 
sequence" (column 4, line 5). This "multi-step/display award sequence" (column 4, line 
9) teaches bonus game indicia comprising a plurality of indicium. 

Regarding claim 14, Luciano discloses the gaming method of claim 11 further 
comprising the recognition of, in said game result, an indicator, as best understood, 
indicating that said game result comprises a base game result and a bonus game 
result stated as "the game set elements may include data in addition to, or instead of, 
an amount of an award. For example, the game might include bonus plays. ..which are 
triggered when a selected game set element includes a flag which tells the system to 
award a special bonus" (column 21, line 29). 
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Regarding claim 15, Luciano discloses the gaming method of claim 14 further 
comprising the calculation of said bonus game result by subtracting a base game result 
from said game result, stated as "when two or more awards are selected by the 
system, these awards are added internally to form an intermediate sum, and a 
predetermined value may be subtracted from this intermediate sum to produce an 
award which is displayed and paid to the player. The predetermined value is then 
added to a separate fund which is used to support other awards" (column 21, line 16), 
wherein said "separate fund which is used to support other awards" (column 21, line 
21) is further disclosed as a "fund for bonus awards" (column 21, line 27). 



Claim Rejections - 35 USC § 103 
Claims 1-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tulley et al. (US 7,179,168 B1). 

Regarding claims 1,6,11 Tulley discloses a system and method for allocating an 
outcome amount among a total number of events, wherein a central server generates a 
game result using a fixed-pool of elements, each element corresponding to a game play 
result (col. 7, lines 42-45), a player terminal in operable communication with said central 
server, configured to send game play requests to said central server and receive game 
play results from said central server (col. 8, lines 42-50), said player terminal further 
configured to determine a base game play results and a secondary game play result 
from a single game play result received from said central server, to reverse-map said 
base game play result into a display such that said display shows game indicia having a 
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value corresponding to said base game play result, and further shows secondary game 
indicia different from said base game play display, having a value corresponding to said 
secondary game play result, wherein the single game play results is a fixed sum that is 
awarded to the player. 

Specifically, Tulley discloses an embodiment of the invention in col. 10, lines 10- 
65 wherein a player purchases $5.00 worth of events from a gaming service and the 
gaming service determines the player's total event outcome will total $8.00, i.e. the 
player will win a total prize of $8.00, to be awarded in a series of events. The player 
chooses to play a base slot-machine type game, wherein a portion of the total event 
outcome is awarded to the player. The player then chooses to play a secondary game 
having different indicia from the base game, and the remainder of the total event 
outcome is then awarded to the player. The manner in which the game outcomes are 
displayed to the player are determined by the total outcome amount, i.e. the total 
outcome amount is reverse-mapped into a series of displays. 

Tulley does not specifically disclose the player terminal is configured to 
determine a base game play result and a bonus game play result from a single game 
play result. Instead, Tulley discloses that a player may choose to play multiple games, 
including base games and secondary games, in order to display and obtain the total 
winning amount generated by the central server. However, it would have been obvious 
to one of ordinary skill in the art at the time of the invention to apply the event outcome 
allocation technique of Tulley to a slot machine having a base game and a bonus game 
as to do so would have yielded predictable results. In this case, the technique for 
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improving a particular class of devices, i.e. slot machines having means to allocate 
awards, was part of the ordinary capabilities of a person of ordinary skill in the art as 
both inventions result in the player having earned $8.00 as their total event outcome. 

Regarding claims 2,3,7,8,12 and 13, Tulley discloses a secondary game indicia 
comprises a plurality of indicium wherein said plurality of indicium is selectable and 
where said result is divided into a set of partial win results that, in total, are an amount 
equal to said results, and wherein said partial win results are awarded one at a time as 
a result of selectable indicium being selected until all of said partial win results are 
awarded (col. 10, lines 42-55), as the player selects a plurality of boxes each box 
containing a portion of the total win outcome. 

Regarding claims 4,9,14 Tulley discloses the use of an indicator recognizable by 
said player terminal to indicate a game play result (col. 10, lines 20-24). 

Regarding claims 5,10,15 Tulley discloses the secondary game play amount is 
calculated by subtracting a known base game amount from said game play result (col. 
10, lines 47-55), wherein the amount won by the player in the base game is subtracted 
from the total winning amount to obtain the amount to be won in the secondary game. 

Response to Arguments 

Applicant's arguments filed August 8, 2007 have been fully considered but they 
are not persuasive. Specifically, applicant argues that the relevant subject matter of the 
'1 50 Patent was derived from the work of the Applicants, as amended to correct 
inventorship. However, applicant's petition, filed August 8, 2007, to waive the 
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§1. 48(a)(2) and (3) requirement for Mr. Luciano was dismissed. As a result, the Request 
under Rule 48 to correct inventorship is deemed improper and Mr. Luciano has not 
been added to the list of inventors. Consequently, a proper showing of the subject 
matter being derived from the work of the Applicants has not been made and the 
examiner maintains the rejection. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Pertinent prior art includes: 

• Menashe (US 5,586,937), drawn to an interactive computerized gaming system 
wherein player terminals generate game displays in response to outcome data 
received from a central server. 

• Berg et al. (US 5,779,545), drawn to a central random number generation system 
determining game outcomes to be displayed at player terminals. 

• Cummings et al. (US 6,183,361), drawn to a finite keno system wherein the 
winning amount is predetermined and game outcomes are displayed according 
to said predetermined amount. 

• Crumby et al. (US 6,419,583), drawn to a central prize management system. 

• Millerschone (US 6,729,961), drawn to a method for displaying an interactive 
game having a pre-determined outcome. 

• Nelson (US 6,749,500), drawn to a simulated poker game having predetermined 
outcomes. 
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• Haste (WO 00/67424), drawn to a gaming system with central control. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Meagan Thomasson whose telephone number is (571) 
272-2080. The examiner can normally be reached on M-F 830-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Xuan Thai can be reached on (571) 272-7147. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Meagan Thomasson 
October 11, 2007 



ROBERT E. PEZZUTO 
SUPERVISORY PRIMARY EXAMINER 




